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REMARKS 

Status of the Claims 

Claims 2, 4, and 13-16 are pending and under consideration in this application. All of the 
claims stand rejected. Claims 2, 4, and 13-15 have been cancelled without prejudice or 
disclaimer. Claim 16 has been amended. New claims 17-19 have been added. Support for the 
amendment and new claims added herein can be found in the original claims and throughout the 
specification as filed at, e.g., pages 8-10 and the working examples. No new matter has been 
added. 

Following incorporation of the cancellations, amendment, and new claims added herein, 
claims 16-19 will be pending and under consideration in this application. 

Objection to the Specification 

At page 2 of the Office Action, the Abstract of the disclosure was objected to because the 
Abstract must be provided on a separate page and have one paragraph. From the comments of 
the Office Action, Applicants understand that the amendments to the Abstract submitted in the 
Amendment and Reply dated December 20, 2007 were not entered. Accordingly, Applicants 
have reproduced the amendments to the Abstract (see above) and have included at the end of the 
remarks section a clean copy of the Abstract on a separate page. 

Rejections Under 35 U.S.C. § 1 12 

At pages 3 and 4 of the Office Action, claims 2, 4, 14, and 15 were rejected under 
35 U.S.C. § 1 12, second paragraph as allegedly indefinite. 

At pages 4-6 of the Office Action, claims 2, 4, and 13-15 were rejected under 
35 U.S.C. § 112, first paragraph as allegedly lacking written description. 

At pages 6-8 of the Office Action, claims 2, 4, and 13-15 were rej ected under 
35 U.S.C. § 112, first paragraph as allegedly lacking enablement. 

While Applicants do not concede to any aspect of the Examiner's stated reasons for 
rejection, claims 2, 4, and 13-15 have been cancelled, thereby rendering their rejections moot. 
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Rejections Under 35 U.S.C. § 102(b) (Anticipation) 

At pages 9-1 1 of the Office Action, claims 2, 4, and 13-16 were rejected under 
35 U.S.C. § 102(b) as allegedly anticipated by Wilkison et al. (J. Biol. Chem. (1991) 266:16886- 
16891; hereinafter referred to as "Wilkison"). 

First, while Applicants do not concede to any aspect of the reasons for rej ection, claims 2, 
4, and 13-15 have been cancelled, thereby rendering their rejections moot 

The instant claims are drawn to isolated proteins that comprise (claim 17), or consist of 
(claim 16), the amino acid sequence depicted in SEQ ID NO:l and to compositions comprising 
an isolated protein comprising the amino acid sequence depicted in SEQ ID NO:l and a 
preservative (claims 18 and 19). 

Wilkison discloses, inter alia, a glycerol kinase "isolated from Cellulomonas sp" (See 
Wilkison at page 16887, column 2). Wilkison does not disclose or suggest a protein having the 
amino acid sequence depicted in SEQ ID NO:l, let alone a composition comprising such a 
protein and a preservative. Therefore, Wilkison does not expressly anticipate any of the instant 
claims. 

The Office Action states that 

|"t"|he glycerol kinase of Wilkison et al. was prepared from the same 
bacterial source for the glycerol kinase of SEP ID NO: 1 . . . . [T]he burden is 
on the applicant to show a novel or unobvious difference between the 
claimed product and the product of the prior art (i.e., the amino acid 
sequence of protein and/or the gene sequence of Cellulomonas sp. 
encoding said enzyme of the prior art, for example) does not possess the 
same material structural and functional characteristics of the claimed 
protein. (See Office Action at page 10; emphasis added). 

From the comments of the Office Action, Applicants understand the premise of the 
Examiner's position to remain that the glycerol kinase of Wilkison inherently has an amino acid 
sequence of SEQ ID NO:l because it was isolated from the same microorganism as that of the 
instantly claimed protein, and thus inherently anticipates the claims. Applicants respectfully 
disagree with this characterization in view of the following remarks. 

"Cellulomonas sp." does not refer to a single microorganism, but to numerous different 
microorganisms (e.g., different strains) belonging to Cellulomonas sp. For example, the 
American Type Culture Collection (ATCC) contains over 10 different deposits for 
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microorganisms belonging to Cellulomonas sp. (A list of some of the individual deposits of 
Cellulomonas sp. available at ATCC are submitted herewith as Exhibit A). 

As noted throughout the specification, the protein having the amino acid sequence of 
SEQ ID NO:l was isolated from a specific stain of Cellulomonas sp. JCM2471 . In contrast, 
Wilkison states that "[g]ycerol kinases were purchased from Sigma." (See Wilkison at page 
16886, column 1), and like Wilkison, Sigma does not disclose or suggest that the glycerol kinase 
was isolated from Cellulomonas sp. JCM2471, let alone that the kinase had the amino acid 
sequence of SEQ ID NO: 1, as required by the instant claims. (Applicants believe that the 
authors are referring to Sigma Aldrich having a place of business in St. Louis, MO.; see Sigma's 
product website: http://www.sij^aaldrichx^ 1 42 ). 

The evidence of record does not establish that it is necessarily the case that every 
different microorganism belonging to Cellulomonas sp. encodes a glycerol kinase having the 
amino acid sequence of SEQ ID NO: 1 , as would be required under the legal standard of 
inherency 1 . Therefore, Applicants submit that the instant claims are patentable over Wilkison 
and request reconsideration and withdrawal of the rejections under 35 U.S.C. § 102(b). 



To establish a prima facie case of inherent anticipation "the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the allegedly 
inherent characteristic necessarily flows from the teachings of the applied prior art." (Emphasis 
in the original; see MPEP § 2 1 1 2, citing Ex parte Levy, 1 7 USPQ2d 146 1 , 1 464 (Bd. Pat. App. & 
Inter. 1990)). "Inherency, however, may not be established by probabilities or possibilities. The 
mere fact that a certain thing may result from a given set of circumstances is not sufficient." 
(See MPEP § 2112, citing In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. 
Cir. 1999)). "The fact that a certain result or characteristic may occur or be present in the prior 
art is not sufficient to establish the inherency of that result or characteristic." (See MPEP §2112, 
citing In reRi/ckaert, 9 F.3d 1531, 1534 (Fed. Cir. 1993)). 
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CONCLUSION 



For the reasons set forth above, Applicants submit that all grounds for rejection have 
been overcome and that all of the pending claims are now in condition for allowance, which 
action is requested. Applicants do not accede to any positions of the Examiner not specifically 
addressed above, nor do Applicants concede that there are not other good reasons for 
patentability of the presented claims or other claims. 

In the event that a telephone conversation could expedite the prosecution of this 
application, the Examiner is requested to call the undersigned at the number provided below. 

The fees for the Petition for a one (l)-month Extension of Time are being paid 
concurrently herewith by way of Deposit Account authorization. Please apply all charges, as 
well as any other charges or credits, to deposit account 06-1050, referencing Attorney Docket 



Fish & Richardson P.C. 

Citigroup Center 

52nd Floor 

153 East 53rd Street 

New York, New York 1 0022-461 1 

Telephone: (212) 765-5070 

Facsimile: (877) 769-7945 



No: 18965-002US1. 



Respectfully submitted, 



Date: July 21, 2008 
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ATCC 

The Global Bioresource Center^ 



Search Catalog 

Select a Category 



Go 



|S| Log in Search Options 



About | Cultures and Products | Science | Standards | Deposit Services | Custom Services | Product Use Policy 
ATCC Advanced Catalog Search » Product Details 

Product Description 

Before submitting an order you will be asked to read and accept the terms and conditions of ATCCs Materia! Transfer Agreement or, in 
certain cases, an MTA specified by the depositing Institution. 

Customers in Europe, Australia, Canada, China, Hong Kong, India, Japan, Korea, Macau, Mexico, New Zealand, Singapore, and Taiwan, 
R.O.C must contact a local distributor for pricing information and to place an order for ATCC cultures and products. 

Print this Page 



Bacteria 
ATCC® Number: 
Organism: 
Designations: 
Depositor: 
Biosafety L evel: 
Growth Conditions: 

Permits/ Forms: 



490- I Order this .Iten TJ 

Cellulomonas sp. deposited as Cellulomonas perlurida 

NRS 131 [Tr89] 

NR Smith 



Price: $225.00 



Isolation: soil 



Shipped: freeze-dried 



ATCC medium 3; Nutrient agar or nutrient broth 
Temperature: 26.0°C 

In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 



Return to Top 



Bacteria 
ATCC® Number: 
Organism: 
Designations: 
Depositor: 

evet 



Growth Conditions: 



Permits/ Forms: 



21399™ [ Order this Item ] 
Cellulomonas sp. 



Price: 



$225.00 



[NCIB 11494] 
VR Srinivasan 



Isolation: sugarcane field 



Shipped: freeze-dried 



MSXLmyejji^^ PTYG medium 

Temperature: 30.0°C 

In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 



This material is cited in a U.S. and/or other Patent or Patent Application, and may not be used to infringe on the patent claims. 

Related Products 



Cross References: 
Applications: 



Nucleotide (GenBank) : AYQQ8839 Cellulomonas uda chitinase A (chiA) gene, complete cds. 

Nucleotide (GenBank) : AY008839 Cellulomonas uda chitinase A (chIA) gene, complete cds. 

degrades cellulose [ 2298] 

produces endoglucanase [58921] 

produces feed supplements for animals [ 2298 ] 

produces single-cell protein SCP [2234] 

produces active cellulase [ 5892 1] 

production of edible protein (for use as animal feedstuff) from cellulose in conjunction with Agrobacterium sp. 
ATCC 21400 F2298] 



http://ww.atcc.org/ATCCA^ 7/15/2008 
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References: 2234: Srlnivasan VR, Choi YC. Mutant microorganisms useful for the production of single cell protein and amino 

acids. US Patent 4,278,766 dated Jul 14 1981 

2298: Srinivasan VR, Calllhan CD. Nutritive protein from cellulose. US Patent 3,627,095 dated Dec 14 1971 
58921: Han YW, Srinivasan VR. Isolation and characterization of a cellulose-utilizing bacterium. Appl. Microbiol. 
16: 1140-1145, 1968. PubMed: 5675505 

Return to Top 



Bacteria 
ATCC® Number: 
Organism: 
Designations: 
Depositor: 

Biosafet y L evel: 
Growth Conditions: 

Permits/Forms: 



21712™ [ Order this Item ] 
Celluiomonas sp. deposited as Arthrobacter sp. 
YCWD-3 

Hayashibara Biochemical Laboratories, Inc. 



Price: 



$225.00 



Isolation: rotting konjak 

History: ATCC << -Hayashibara 
Biochemical Laboratories, 
Inc.<<-K, Doi 

Shipped: freeze-dried 



ATCC medi um 909: A rthrobacter YCWD 
Temperature: 30.0°C 

In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 

This material is cited in a U.S. and/or other Patent or Patent Application, and may not be used to infringe on the patent claims. 
Applications: produces beta-glucanase [ 56763 1 

References: 56763: et aL, Doi K. Purification and properties of lytic beta glucanase from an Arthrobacter bacterium. Agric. 

Biol, Chem. 37: 1619-1627, 1973. 



Bacteria 

ATCC® Number: 

Organism: 

Designations: 

Depositor: 

Biosafety Level: 
Growth Conditions: 

Permits/Forms: 



31230- I, Q^e r ^?l tem _J 
Celluiomonas sp. 



LC-10 

VR Srinivasan 
1 



$225.00 



Isolation: mutant derived from ATCC 
21399 

History: ATCC <<-VR Srlnivasan<<- 

Y.C. Choi 
Shipped: freeze-dried 



ATCC medi um 465: Alcaligenes NB plus YE medium 
Temperature: 30.0°C 

In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 



This material is cited in a U.S. and/or other Patent or Patent Application, and may not be used to infringe on the patent claims. 

Related Products 

Applications: produces glutamic acid L-glutamate, L-glutamic acid, glutamate [2234] 

produces lysine L-lyslne [2234] 

References: 2234: Srinivasan VR, Choi YC. Mutant microorganisms useful for the production of single cell protein and amino 

acids. US Patent 4,278,766 dated Jul 14 1981 

R eturn to T op 



Bacterid 
ATCC® Number: 
Organism: 
Designations: 
Depositor: 



31231- I Order this Itejrj^ 

Celluiomonas sp. 

Ar-1 

VR Srinivasan 



Price: $225.00 



Isolation: mutant derived from ATCC 

2X291 

History: 



http://www.atcc.org/AT^ 7/15/2008 



ATGC: Catalog Search 



Page 3 of 5 



Biosafety Level: 
Growth Conditions: 



Permits/Forms: 



ATCC <<--VR Srfnlvasan<<- 
Y.C. Choi 

1 Shipped: freeze-dried 

ATCC medium 465: Alcaligenes NB plus YE medium 
Temperature: 30.0°C 

In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 



This material is cited in a U.S. and/or other Patent or Patent Application, and may not be used to infringe on the patent claims. 

Related Products 

Applications: produces glutamic acid L-glutamate, L-glutamic acid, glutamate [ 2234 ] 

produces lysine L- lysine [2234] 

References: 2234: Srinivasan VR, Choi YC. Mutant microorganisms useful for the production of single cell protein and amino 

acids. US Patent 4,278,766 dated Jul 14 1981 

Return to Top 



Bacteria 

ATCC® Number: 

Organism: 

Designations: 

Depositor: 



31232™ [ Order this Item j 
CeUulomonas sp. 



Price: 



$225.00 



Ar-156 

VR Srinivasan 
1 



Isolation: mutant derived from ATCC 

urn. 

History: ATCC <<--VR Srinivasan<<- 

Y.C. Choi 
Shipped: freeze-dried 



Growth Conditions: 
Permits/Forms: 



M£CJ22fidlMJILlfi^Alcallgenes NB plus YE medium 
Temperature: 30.0°C 

In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 

This material is cited in a U.S. and/or other Patent or Patent Application, and may not be used to infringe on the patent claims. 



Applications: produces glutamic acid L-glutamate, L-glutamic acid, glutamate [2234] 

produces lysine L-lysine [2234] 

References: 2234: Srinivasan VR, Choi YC. Mutant microorganisms useful for the production of single cell protein and amino 

acids. US Patent 4,278,766 dated Jul 14 1981 

Return to Top 



Bacteria 
ATCC® Number: 
Organism: 
Designations: 
Depositor: 



Growth Conditions: 
Permits/Forms: 

Comments: 



51824™ [ Order this Item ] 

CeUulomonas sp. 

HC8 

3M Health Care 



Price: 



$225.00 



Isolation: milk, Minnesota 



Shipped: freeze-dried 



ATCC medium 3: Nutrient agar or nutrient broth 
Temperature: 30.0°C 

In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please dick here, for information regarding the specific requirements for shipment to your location. 

Related Products 

Quality control of 3M products 



Reium.to.ToD. 



Bacteria 
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ATCC® Number: 

Organism: 

Designations: 




BAA-541™ [ Order this Item ] 
CeHulomonas sp. 



WS01 



BM Peyton 
1 



Price: $185.00 



Isolation: aquifer(aquifer sediments, 
Hanford Site, Department of 
Energy, William Smith, Idaho 
National Engineering and 
Environmental Lab; March) 
United States 

Isolation date: March, 1999 
History: ATCC «-BM Peyton<<« 

Willlam Smith 
Shipped: freeze-dried 



In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for Information regarding the specific requirements for shipment to your location. 

Related Products 
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Bacteria 
ATCC® Number: 
Organism: 
Designations: 



Depositor: 

Biosafety Level: 
Permits/ Forms: 



BAA-542™ L Order this Item ] 
CeHulomonas sp. 



WS18 



BM Peyton 
1 



$185.00 



Isolation: aquifer(aquifer sediments, 
Hanford Site, Department of 
Energy, William Smith, Idaho 
National Engineering and 
Environmental Lab; March) 
United States 

Isolation date: March, 1999 
History: ATCC «--BM Peyton«- 

William Smith 
Shipped: freeze-dried 



In addition to the MTA mentioned above, other ATCC and/ or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 

BeJMed_Pn^u^ 
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Bacteria 
ATCC® Number: 
Organism: 
Designations: 



Depositor: 

Biosafety Level: 
Perm its/ Forms: 



BAA-543™ [ Order this Item J 

CeHulomonas sp. 

ESS 



Price: 



$185.00 



BM Peyton 
1 



Isolation: aquifer(aquifer sediments, 
Hanford Site, Department of 
Energy, William Smith, Idaho 
National Engineering and 
Environmental Lab; March) 
United States 

Isolation date: March, 1999 
History: ATCC <<--BM Peyton <<-- 

William Smith 
Shipped: freeze-dried 



In addition to the MTA mentioned above, other ATCC and/or regulatory permits may be required for the transfer 
of this ATCC material. Anyone purchasing ATCC material is ultimately responsible for obtaining the permits. 
Please click here for information regarding the specific requirements for shipment to your location. 

Belated Produdt§_ 
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